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Remarks 

Claims 1-27 are pending in the above-identified application. Claims 1, 15, 26 and 27 are 
amended and claims 2-24 and 16-25 are original. 

The Examine rejected Claims 1, 2-3, 6-10, 15 and i 9-21 under 35 U.S.C. 102(b) as 
being unpatentable over Okagaki et al (US Pvb. No. 2002/QJ032876) in view of Ariyoshi (JP 
Patent No. 403248699) and further in view of BMW2601 (BA^ Owner's Manual for Vehicle, 
Part No. 01410156416, Oct-2001, page 22, Steering Wheel with Multifunction buttons) farther 
in view of Holloway (U S Pub. No. 200410204192). 

The Examiner rejected Claims 5, 1 1-12, 17, 23 and 24 under 35 U.S.C. 102(b) as being 
Unpatentable over Okagaki et al (tJS Pub. No 2002/6ti32876) in view of Ariyoshi (JP Patent No. 
403248699) and further in view of BMWiOQl (BWNl Owners Maiiual for Vehicle, Part No. 
014101 56416, 2000, page 22, Steering Wheel with Multifunction buttons) further in view of 
Holloway (US Pub. No. 2004/0204192) and further in view of Eicbe (US Publication No. 
2002/0137505). 

The Examiner rejected Claims 1 3 and 24 under 35 U.S.C/ 102(b) as being unpatentable 
over Okagaki et al (US Pub. No, 2002/0032876) in view pif Ariyoshi (JP Patent No. 403248699) 
and further in view ofBNfV/2001 (BWM Owner's Manuai for Vehicle, Part No. 014101 56416, 
2000, page 22, Steering Wheel with Multifunction biaftons)fu^ in view of Holloway (US 
Pub. No. 2004/0204192) further^ 
further in view of Ju (US Publication l4o. 2005/0015516). 
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The Examiner rejected Claims 26 and 27 under 35 U.S.C, 102(b) as being unpatentable 
overOkagakietal(USPub. No. 2002/0032876) in view of Ariyoshi (JP Patent No. 403248699) 
and further in view of BMW2001 (BWM Owner's Manuad for Vehicle, Part No. 01410156416, 
2000, page 22, Steering Wheel with Multiftmction buttons) fiirttier in view of Holloway (US 
Pub. No. 2004/0204 1 92) and further in view of ^Wwarnuni (US Publication No. 
2002/0016188). 

The Examiner has repeated the eii^iiheiits against patentability of the claims as in the; 
previous office action. ; 

MPEP §706.02(j) states: " \ ' : • 

"To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation, either in the refer«ice$ themselves or in the 
knowledge generally available to pine of ordinary skill in the airfe to modify the reference or to ; 
combine reference teachings. Second, there must be a re^spnabl^ rikpectation of success. Finally, 
the prior art reference (or references when cornbined) must teach or suggest all the claim 
limitations. The teaching or su gg estion to make the claimed combination and the reasonable 
expectation of success mtist both be found in the prior art arid not based on applicant's 
disclosure. In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (F«J, Gir. 1991)." 

^EP §2143 .01 provides: The mere 
does not render the resiiltant W 

desirability of the combination. In re Mills, 916 P .2d ($Q> 16;ljS^d 1430 (Fed. Cir. 1990). 
Obviousness cannot be established by combining the teacjnhgs of the prior art to produce the 
claimed invention, absent some teaching, ^ suggestion or incentives^ 
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ACS Hospital Systems, Inc. v. Montefiore Hospital, 732 F.2d 1572,1577,221 USPQ 929, 933 
(Fed. Cir. 1984). 

One court further noted that there were three possible sources for such motivation, 
namely "(1) the nature of the problem to be solved; (i) the teachings of the prior art; and (3) the 
knowledge of persons of ordinary skill in the ait" Id. at 1357, 47 USPQ2d at 1458. Here, 
according to this court, the Board had relied simply upon "the high level of skill in the art to 
provide the necessary motivation," without explaining what specific understanding or 
technological principle within the knowledge of one of ordinary skill in the art would have 
suggested the combination. 

Applicant hereby refers to and incorporates the previous arguments in support of 
patentability. 

•As previously explained application of §103 presumes the existence of differences . 
between the subject matter claimed and the teachings of any particular prior art reference. 
Otherwise a rejection under § 102 would have sufficed. iThus, the examiner must propose soriie 
modification of a particular reference or a combination thereof with another reference in order to 
arrive at the claimed invention. 

When patentability turns on the question of obviousness, the search for and analysis of 
the prior art includes evidence relevant to the finding of whether there is a teaching, motivation, 
or suggestion to select and combine the references relied pn as evidence of obviousness. 

There must be some logical reason; ajppareiit ftom 
justify a combination or modification of references, hi determining whether one of ordinary skill 
in the art would find it obvious to modify or combine rfeferdicei, the teachings of the references, 



^i^ACE 13/20 ' RCVD AT 1/3/2007 11:08:55 AM [Eastern Standard Time] * SVR:USP*ro-eFXRF : 5/2 * ON1S:2738300 • CSID:312 348 2810 • DURATION (mm-ss): 14-00^ 



Jan 03 2007 10:13Hf1 Carmen Patti 8. associates 312-346-2810 

14 LUC-443/BarcLay 6-44-5-6-4 

taken with the knowledge that a worker in the tut already possesses, constitute the scope and 
content of the prior art Thus, the question raised under §103 is Whether the prior art taken as a . 
whole would suggest tlie claimed invention taken as a whole to one of ordinary skill in the art. 
Accordingly, even if all elements of a claim are disclosed in various prior art references, the 
claimed invention taken as a whole cannp t be said to be obvious \yithout some reason given in , ; ' 
the prior art why one of ordinary skill would have been prompted tp combine the teachings pf the 
references to arrive at the claimed invention. Fur^enhpre, when a § 103 rejection is based upon 
ampdifieation of a refeehce that destroys the intept, ^ of the invention 

disclosed in the reference, such a proposed ihtidificaLtibn is not : proper and the prima facie cas e o f 




<»mbine a largp n^bex of refei^ 

references are in the siane field of endeavor, it is not beliwe^ sufficiently 
set forth a showing that the resulting combination offe^/rQfe^^es- does not require 
modifications oif the references that destroys the intuit, purpose or function of the respective , 
inventions disclosed in fee refei^c^ It is fiirther ^ beiiey^ diat ojtily with hindsight would the 
Examiner attempt to combine the four references. 

In general there are four concepts to be considered concerning obviousness. 

Fi^ ; 
combined or modified does not render the resultant ^^bination qbvious unless the prior art also 
suggests the desirability of Ae combirt^tioh, In r&Mitls, 916iF,2d 680, 16 USPQ2d 1430 
Cir. 1990). Obviousness cannot be fetabH^ 
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produce the claimed invention, absent sonie teaching, su^^tion or incentive supporting "fi \ f - 

combination. ACS Hospital Systems, Inc. v. Montefiore Hospital, 732 F.2d 1572, 1577, 221 
USPQ 9i9, 933 (Fed Cir. 1984). ^ 

Second, if a prior art reference requires some modification in order to meet the claimed 
invention or requires some modification in order to be properly combined with another reference 
and such a modification destroys the puipose or fiiridion of the invention disclosed in the 
reference, one of ordinary skill in the art Would riot have found a reason to make the claimed 
modification. Thus, the CCPA l^ ^d the Federal \ ! i 

§103 rejection is based upon a modification of a reference that destroys the intent, purpose or 
function of the invention disclosed in the reference, such proposed modification is not proper 
and the prima facie case of obviousness cannot be propbiy made. 

Third, the Federal Circuit requires that some reason or suggestion must be found in the 
prior art or other evidence of record that would have led one of ordinary skill m the art to 
produce the claimed invention in order to properly establish a priiria facie case of obviousness. 
The CCPA explained how it would evaluate a. prima facie case of obviousness in in re Cliniqn, 
527 F.2d 1226, 188 USPQ 365 (CCPA 1976) First, the court looked at the references to 
determine whether "the references by themselves... suggest doiiig what appellants have done." 
The court next considered whether a person of ordinary skill in the art would have had a 
sufficient basis, for the required expectation of success, ^^ys tie bburt held that: Obviousness 
does not require absolute predictability, but a reasonable expectation of success is necessary. ; 
Acconlingly, in goinjg from the prior art to the claimed invention, one cannot base obviousness 
upon what a person skilled in the i^mightt^ 
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consider what the prior art would have led a person skilled in the art to do. Thus, to say it may be 
obvious to try a certain modification is clearly not the test for obviousness. 

Fourth, the Supreme Co^he^ 
that one important indicium of nonobviousiiess is "teaShing away" from the claimed invention by 
the prior art or by experts in the art at (or after) the time the invention was made. Teaching away 
is the antithesis of art suggesting that the person of ordinary sMll go in the claimed direction. In 
re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed Cir. 1988)/ivtf ^§2 145 X.D.2., provides ' 
specifically for this: "It is improper to coinbin^ teach away- from 

their combination. ^re;G^ 1983);* 

Okagaki et al in pai^graph 22 of the Patent jP^lic^oti ^ automotive 
information system of the invention also permits hand-free telephone conversation. To this end, 
the present invention provides an automotive system coniprisiijg a main unit, a wireless 
telephone unit connected to the main unit, a speaker, and a imcrc^hpne; wherein the wireless 
telephone unit includes: means for detecting receipt of a telephone call; and means for sending a 
start signal to the main unit ujion detection of tike receipt of the teie^hone ball; wherein the main 
linit includes: mesuis for detecting the start signal; meahs i fpr ttiir^g on power supply to the ^aiii 
unit in response to the start signal; means for infoim^ of the telqphon^ call 

when the power supply to the main unit is turned on in response to the start signal received from 
the wireless telephone unit; means for detecting a responding operation of the user for 
responding to the telephone call; and means for sending, When the responding operation is 
detected, connecting instruction to the wireless telephone unit to request the wireless telephone 
iuhit to connect the ^ telephone call to the ih$ih xinit; ^^rem ^e. Wtrtljsss telephone unit farther 
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includes: means for detecting the connecting instruction; and means responsive to the connecting 
instruction, for connecting the telephone call to the main lixtit; and wherein the main unit further 
includes means for enabling the user to communicate with the telephone caller by means of the 
speaker and the microphone/' However, the terin c *wireless" refers to the telephone unit being 
able to transmit and receive, and not that it is a mobile terininal separate and independent of the 
vehicle. - } 

Ariyoshi is only cited as teaching a riiicrophone to ';be placed in the center of the steering 

wheel- ."- "V- •*" 

BMW200i, is only cited as teaching a switch (1, 2) in a miiltifunction steering wheel -that 
allows users to operate die phone guicldy with both 

Holloway discloses an aitan^^n^it whereby the standard wireless telephone can still 
retain all of its desirable light weight and size features while detabhdd from and out of the 
automobile while still providing user interfaces with a iiiirumum of distraction from driving 
while the wireless telephone is functionally attached within the automobile. There is a housing 
adjacent the dashboard for detachably receiving a separable wireless telephone with a display 
smaller than said dashboard display in combination with switching apparatus for bypassing the 
wireless telephone display with said dashboard display when s^d wireless telephone is received 
in said housing whereby the dashboard display functions the wireiess telephone display. The 
system maybe set so that the swtciung apparatus autoi^tically bypasses^ said wireless telephone 
display when said wireless telephone is inserted into said housing. The standard transceiver in the 
wireless cellular telephone continues to function nontialiy in receiving and transmitting 
communications even when the telephone display is bypais&fed by the dashboard display This 
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arrangement gives the operator the benefit of having the numerals, text and other elements 'I y ;.\ 

presented on the dashboard display enlarged from their normal size on the wireless telephone 

display. . / f ;vV '. 

Okagaki et al is directed to the area of ail ^ infonftatidn processing apparatus, an electronic ; 
device and a control unit that are suitable for use in the automb 

• Ariyoshi is directed to the area of improving the ratio of m inputted voice to a noise by 
making the shape of a reflector plate installed so as to be opposed to a microphone into the s$m6 
shape as a part of an ellipsoid surface whose two focuses are the positions of the vicinity of the • \* 

mouth of the speaking person of the voice and the microphone. 

BMW2001 is directed to the area of a sales brochure for ail automobile that describes all 
the different featoes of the automobile. ."-_.".\v ;""' ;f : : : ".-'*"_ ^''.-h 

Holloway is directed to the area of an automobile dashboard display interface for 
facilitating the interactive operator input/output for a standard wireless telephone detachably 
mounted in the automobile. 

These areas and the subject matters to which these references are directed are thus 
sufficiently different that one skilled in the art would not have combined the references to arrive 
at Applicant's invention. 

Fui^exmore, the independent claims 1, 15/26 and 27 have been amended to more clearly 
define the invention. In particular the following has be^ri added to the apparatus claims: the 
integrated hands free mobile system module having fimctionalitv to implement a signaling 
protocol for the universal connector. The following has been added to the method claims: 
wherein the hands free mobile 'system is opeAtivelv coupled to foe mobile terminal via a ^ x 
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universal connector, and wherein the hands free system has ftmctionalitv to implement a 
signaling protocol for the universal connector. 

The dependent claims include all the limitations of the respective independent claims 
upon which they depend. It has been shown that each of the independent claims, as amended, are 
not anticipated or obvious in view of any of the cited prior art taken singly or in combination. 
Therefore, these dependent claims are also allowable over the cited art. 

The prima facia case of obviousness deternaination has not been made out. Thus, the 
opinion of obviousness is deficient and the Applicants stt deserving of a patent 

Applicants respectfully submit ihat the applied references., taken singly or in combination, 
assuming, arguendo, that the combination of the applied rrferonces is proper, do not teach or 
suggest one or more dements of the claimed invention. A^lic^ts have discussed herein one or 
more differences between the cited prior art, and the claimed invention with reference to one or 
more parts of the cited prior art This discussion, /howbyer, is in rib way meant to acquiesce in 
any characterization that one or mbre parts of cited prior art <wrcesponid to the claimed invention. 

Reconsideration arid withdrawal of the rejections is tli^refore respectfully requested. In 
view of the above reniarks, allowance bf all claims pending is ^ tesjpectfully requested. 

The prior art made of record and not relied upon is coiiside^ to be of general interest 
only. This application is believed to be in pbndition for allowance, arid such action at an early 
date is earnestly solicited. 
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In view of the above aniendments and remarks, sillowance of all claims p^dii^g is 
respectfully requested, if an additional telephone cpnference would be of assistance in advancing 
the prosecution of this appUeatibn, the ExaniinCT 

' . ! Respectfully subMtfed/ 





;John R Garrett . ; : / ■ 
Attorney for , A^Uc^ts 
:> Reg, No. 27,88$ 



Dated: January 3, 2007 

Carmen b Patti & associates, LLC 
Customer Number 473 82 
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